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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to communication(s) filed on 20 July 2004 . 
2a)D This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1-20 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IE Claim(s) 1^20 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 



Application Papers 

9)D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Applicant's election with traverse of the species of Fig('s) . 9 
is/are acknowledged. Claim(s) is/are withdrawn from further 
consideration by the examiner, 37 C.F.R. § 1.142(b), as being drawn 
to non-elected species, not all claims depending upon or otherwise 
including the limitations of an allowed generic claim. Because of 
required separate searches, the restriction is made final. 

Applicant is reminded that if the amendment of any claims 
results in a change of the species they read upon, that is required to 
be indicated. In addition, if any new claims are added, it is required 
that the applicant indicate which of them read on the elected species. 
Failure to do so will result in a holding of nonresponsiveness. 

The following is a quotation of the appropriate paragraphs of 
35 U.S.C. § 102 that form the basis for the rejections under this 
section made in this Office action: 

A person shall be entitled to a patent unless — 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claim(s) 4, 5, 10, 14-15, 17, 20 are rejected under 35 U.S.C. 
§ 102(e), as being anticipated by Yasui et al. The examiner finds all 
claimed subject matter to be present. 

See Fig. 4. 
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There is reason to believe, based on the similarity of structure, 
that the functional limitation(s) of "boundary re oval under 
maximum load" may be (an) inherent characteristic(s) of Yasui et al. 
In accordance with In re Best, 562 F.2d 1252, 195 USPQ 430, 433 
(CCPA 1977): 

[W]here the Patent Office has reason to believe that a 
functional limitation asserted to be critical for 
establishing novelty in the claimed subject matter 
may, in fact, be an inherent characteristic of the prior 
art, it possesses the authority to require the applicant 
to prove that the subject matter shown to be in the 
prior art does not possess the characteristic relied on. 

This "burden of rebutting [may be of] the PTO's reasonable 
assertion of inherency under 35 USC 102, or of prima facie 
obviousness under 35 USC 103" (195 USPQ at 432). 

Accordingly, the burden is placed upon the applicant to prove 

that the limitation in question is not (an) inherent characteristic (s) 

of Yasui et al. 

Note the following: 

M.P.E.P. 21 13 Product by Process Claims 
PRODUCT - BY - PROCESS CLAIMS ARE NOT LIMITED 
TO THE MANIPULATIONS OF THE RECITED STEPS, 
ONLY THE STRUCTURE IMPLIED BY THE STEPS 

"Even though product - by process claims are limited 
by and defined by the process, determination of patentability 
is based on the product itself. The patentability of a product 
does not depend on its method of production. If the product 
in the product - by - process claim is the same as or obvious 
from a product of the prior art, the claim is unpatentable 
even though the prior product was made by a different 
process." In re Thorpe , 227 USPQ 964, 966 (Fed. Cir. 1985) 
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(citations omitted) (Claim was directed to a novolac color 
developer. The process of making the developer was 
allowed. The difference between the inventive process and 
the prior art was the addition of metal oxide and carboxylic 
acid as separate ingredients instead of adding the more 
expensive pre - reacted metal carboxylate. The product - by 
- process claim was rejected because the end product, in 
both the prior art and the allowed process, ends up 
containing metal carboxylate. The fact that the metal 
carboxylate is not directly added, but is instead produced in - 
situ does not change the end product.). 
ONCE A PRODUCT APPEARING TO BE 
SUBSTANTIALLY IDENTICAL IS FOUND AND A 35 U.S.C. 
102/103 REJECTION MADE, THE BURDEN SHIFTS TO 
THE APPLICANT TO SHOW AN UNOBVIOUS 
DIFFERENCE 

"The Patent Office bears a lesser burden of proof in 
making out a case of prima facie obviousness for product - 
by - process claims because of their peculiar nature" than 
when a product is claimed in the conventional fashion. In re 
Fessmann ,180 USPQ 324, 326 (CCPA 1974). Once the 
Examiner provides a rationale tending to show that the 
claimed product appears to be the same or similar to that of 
the prior art, although produced by a different process, the 
burden shifts to applicant to come forward with evidence 
establishing an unobvious difference between the claimed 
product and the prior art product. In re Marosi, 218 USPQ 
289, 292 (Fed.Cir. 1983) 

THE USE OF 35 U.S.C. 102/103 REJECTIONS FOR 
PRODUCT - BY - PROCESS CLAIMS HAS BEEN 
APPROVED BY THE COURTS 

"[T]he lack of physical description in a product - by - 
process claim makes determination of the patentability of the 
claim more difficult, since in spite of the fact that the claim 
may recite only process limitations, it is the patentability of 
the product claimed and not of the recited process steps 
which must be established. We are therefore of the opinion 
that when the prior art discloses a product which reasonably 
appears to be either identical with or only slightly different 
than a product claimed in a product - by - process claim, a 
rejection based alternatively on either section 102 or section 
103 of the statute is eminently fair and acceptable. As a 
practical matter, the Patent Office is not equipped to 
manufacture products by the myriad of processes put before 
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it and then obtain prior art products and make physical 
comparisons therewith. " In re Brown , 1 73 USPQ 685, 688 
(CCPA 1972).< 

The "boundary under load" limitation above is also considered 
a product-by-process limitation that by its nature is entitled to little 
weight. 

The following is a quotation of 35 U.S. C. 103(a) which forms 
the basis for all obviousness rejections set forth in this Office 
action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 6-9, 16, 18-19 are rejected under 35 U.S.C. § 103 as 
being unpatentable over Yasui et al. as set forth in the rejection of 
claims 4, 5, 10, 14-15, 17, 20 above, and further in view of official 
notice of common knowledge in the art or alternatively engineering 
design choice. 

The examiner finds that Yasui et al. discloses the claimed 
invention except for the circular section. He further finds that it 
would have been obvious to one having ordinary skill in the art at 
the time the invention was made to employ these features since 
they are known in the art. 
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Alternatively, the examiner finds that the broad provision of 
this/ these features vis-d-vis that/ those disclosed by the reference 
solve(s) no stated problem insofar as the record is concerned and, 
accordingly, would have been an obvious matter of design choice. 
See In re Kuhle, 526 F.2d 553, 188 USPQ 7 (CCPA 1975). 

Any inquiry of a general nature or relating to the status of this 
application or proceeding should be directed to the receptionist 
whose telephone number is (703) 308-2168. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Lenard A. 
Footland, whose telephone number is (703) 308-2683. 

Fax: 703-872-9326 
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iPrtmarp GExamtner 
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